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(B) CLAIMS 



All claims in this application are directed to a single invention. 
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If the Office determines that all the claims presented are not obviously directed 
to a single invention, Applicants will make an election without traverse as a prerequisite 
to the grant of special status. 



(C) SEARCH 



A search was made by: 

[ ] the inventor 

[ ] attorney or agent 

[ ] professional searcher 

[ ] foreign patent office 

[X ] US as ISA for PCT/US01/31012 



The field of search included: 

[X ] classes/subclasses: IPC(7): G06F 17/60; US CL: 705/37 
[ ] publications 
[ ] foreign patents 



(P) COPIES OF REFERENCES 

Attached are two documents deemed by the USPTO, as ISA, to be of 
relevance. These documents include Mori et al., U.S. Patent 6,044,363 (hereinafter Mori) 
and a publication entitled " Autodaq Creates Online Marketplace For Used Auto 
Industry" (hereinafter Autodaq). The International Search Report (ISR), issued by the 
ISA, has categorized each the above documents as "X", which indicates "a document of 
particular relevance; the claimed invention cannot be considered novel or cannot be 
considered to involve an inventive step when the document is taken alone". 



(E) DETAILED DISCUSSION OF THE REFERENCES 



General Discussion of the Prior Art 

A number of Internet-based auction facilities have recently become available to 
the public. Through such facilities a seller may electronically enter information about a 
product or service for potential buyers to bid on. 
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While the services offered by the current Internet-based auction facilities work 
well for most bidders and sellers, there are several disadvantages. For example, many 
items in the Internet-based auction facility have at most a single bid pending during the 
specified auction time. The buyer that has made the sole bid must consequently wait, 
sometimes days, for the auction to end even though there are no other bidders to bid on 
the item. 

In response to the above-described problem various auction sites have enabled 
buyers to buy a product while an auction is in progress. Nevertheless, this approach is 
not without problems and may result in a disappointed bidder. For example, a bidder 
may be participating in an auction that suddenly ends because a buyer makes an instant 
purchase. Some bidders have said that they feel like the auction was " taken" from them. 
Other bidders report a feeling of being "robbed". 

Patent Application 

A discussion of claim 1 follows. The other independent claims are 
distinguishable over the prior art for reasons similar to these set out below. 

To anticipate a claim, a reference must teach every element of the claim. 

"A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987). 

Claim 1 requires: 

A method of facilitating an electronic transaction, the method comprising: 

presenting, via a first computer system, both an auction purchase process and a 
fixed-price purchase process for purchase of an offering to a buyer; and 

responsive to receipt of a bid from the buyer as part of the auction purchase 
process, removing presentation of the fixed-price purchase process. 
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Autodaq 



Autodaq fails to disclose removing a presentation of a fixed-price purchase 
process responsive to receipt of a bid from a buyer, the bid being part of an auction 
purchase process. Autodaq discloses an Internet trading marketplace that provides 
buyers with two options for purchasing vehicles: buying and bidding. Buyers have 
access to an extensive online inventory of used vehicles with options for buying, 
bidding, notification, reporting, shipping and delivery; however, Autodaq does not 
disclose the removal of a presentation of a fixed-price purchase process, much less a 
removal that is responsive to receipt of a bid from a buyer. 

Autodaq does disclose that a buyer may, by paying a flat price (e.g., buying), 
immediately remove a vehicle from auction (Autodaq, paragraph 13). However, claim 1 
does not require removing a vehicle from auction; but rather, removing a presentation 
of a fixed-price purchase process. Clearly removing a presentation of a fixed-price 
purchase process is not the same as removal of a vehicle from an auction . Autodaq 
simply does not disclose removing a presentation of a fixed-price purchase process 
responsive to receipt of a bid from a buyer, as required by claim 1. 

Thus, the limitations of claim 1 are not disclosed in Autodaq. It follows that 
claim 1 is novel and not anticipated by Autodaq. 

Mori 

Mori fails to disclose removing a presentation of a fixed-price purchase process 
responsive to receipt of a bid from a buyer, the bid being part of an auction purchase 
process. Mori discloses an automatic auction method that enables bidders to leave their 
respective auction terminals while an auction is in process. More specifically, Mori 
discloses an inventory, offered for sale by a seller, that may be automatically auctioned 
to one or more "purchasing persons" each of which specify a "rule list" from their 
respective auction terminals. Indeed, Mori is solely focused on an automatic auction 
method as the title of Mori suggests and does not disclose a fixed-price purchase 
process, much less the removal of a presentation of a fixed-price purchase process, and 
much less a removal that is responsive to receipt of a bid from a buyer 

Thus, the limitations of claim 1 are not disclosed in Mori. It follows that claim 1 
is novel and not anticipated by Mori. 
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In view of the above remarks, the application is considered in good and proper 
form for allowance, and the Examiner is respectfully requested to pass this application 
to issue. If, in the opinion of the Examiner, a telephone conference would expedite the 
prosecution of the application, the Examiner is invited to call the undersigned attorney 
at (408) 947-8200 ext. 204. 



Respectfully submitted, 



BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 




Mark R. Vatuone 



12400 Wilshire Blvd. 
Seventh Floor 



Reg. No. 53,719 



Los Angeles, CA 90025 
(408) 947-8200 
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Fults, Richard 



From: 

Sent: 

To: 

Subject: 



Roberts, Ginger (ASRC) 

Tuesday, December 04, 2001 3:18 PM 

Fults, Richard 

AutoDaq 
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DIALOG(R)File 610:Business Wire 
(c) 2001 Business Wire. All rts. reserv. 

00172853 20000117017B1219 (THIS IS THE FULLTEXT) 
Autodaq Creates Online Marketplace For Used Auto Industry 
Business Wire 

Monday, January 17, 2000 09:07 EST 
WORD COUNT: 945 

TEXT: 

SAN MATEO, Calif., Jan 17, 2000 (BUSINESS WIRE) - Silicon Valley-Based Startup 
Moves $93 Billion 

Used Auto Auction Market to the Internet 

The used automobile industry took a giant leap online today with the 
launch of Autodaq, a San Mateo, Calif. -based automotive e-commerce 
company that has created an internet trading marketplace with a 
dramatic new level of efficiency for businesses that buy and sell used 
vehicles. 

Autodaq (www.autodaq.com) is the online "hub" serving dealerships and 
other businesses that traditionally buy and sell used vehicles 
primarily through physical automobile auctions - a $.93 billion market 
wrought with inefficiencies. The company, which was founded by a 
foursome with a colfective diverse background in automotive, finance 
and high technology, is financially backed by August Capital, 
represented by David F. Marquardt, an experienced venture investor with 
many notable successes such as Microsoft, Sun, Tumbleweed and Cobalt 
Networks. . . . 

'The traditional method by which these businesses buy and sell used 

vehicles today is highly fragmented, inefficient and, thus, 

unnecessarily costly for both buyers and sellers," Autodaq CEO, 

President and co-founder Adam Boyden said. "We have created a Web-based 

marketplace that greatly increases the number of buyers and sellers 

participating in a virtual auction to improve the bottom line for all 

participants." 

The total cost for completing a vehicle sale through the physical 
auction process currently represents approximately 1 0 percent of the 
automobile's value, nearly $10 billion annually. Costs include but are 
not limited to: cost of capital, depreciation, transportation of the 
vehicle, auction fees, reconditioning and search costs. 

Autodaq's technology and related services are designed to eliminate up 



i 



to 50 percent of those supply chain costs, or about $5 billion 
annually. Autodaq's full suite of Internet-based offerings include 
proprietary auction functionality and facilitation of transportation, 
inspection, title processing, single-point viewing and access to more 
extensive, granular information. 

Sellers - financial institutions, manufacturers and other fleet, lease 
and rental operators - increase profitability and ROI by gaining access 
to a larger buyer pool capable of bidding on each vehicle; selling 
vehicles more quickly, thus reducing depreciation and freeing up 
capital, creating efficiencies in reconditioning, detailing and 
transportation costs. Major sellers currently doing business through 
Autodaq include Bank One and World Omni Financial Corp. 

Buyers - franchised, independent and Internet-based dealers, and 
wholesalers - increase profitability by gaining real-time access to an 
extensive online inventory of used vehicles, as well as the option of 
instant buying ("Click and; Buy") and/or bidding, notification when 
desired vehicles become available, instantaneous reporting and shipping 
and delivery. 

"Part of Autodaq's focus is the dealer community," Boyden said. 
"Autodaq presents an avenue by which dealers can embrace the Internet 
and use it to their advantage, lowering the costs of attaining the 
high-quality used vehicles their customers most desire." 

Bank One, which has partnered with Autodaq in development and pilot 
testing, already is benefiting from the service. 

"So far, we have seen a gain of several hundred dollars per off-lease 
vehicle that we sell through Autodaq," said Keith Kendrick, president 
of Bank One's eCommerce unit. "That's mostly because of lower 
transportation and auction costs and a faster sale that reduces capital 
and inventory costs, We also have seen better sales prices. We expect 
that to continue as Autodaq's online auction grows, because many more 
buyers will view and bid on our inventory than can do so at a physical 
auction. 

"Dealers who have bought our vehicles through Autodaq say they love the 
system. It's a win-win for us and our dealers." 

Autodaq is Web-based, meaning that customers only need Internet access 
to connect to the site; no additional software or hardware is required. 
Autodaq provides a "biography" of each vehicle based on detailed 
configuration and condition information, including all options gathered 
by recognized independent inspection companies. Photographs of vehicles 
can also be placed online. 

■ - * _ . . ., . 

Buyers have twagptions fpjf^ 

available 24 hours a day ;.buying-witiva; simple^eltel^or submitting a y 
bid. Through; AutodagJ^^^ buyers can 

obtain a vehicle by payin&ajikp^ thus 
immediately removing that vehicle from auction.;Buyers also can bid on 
vehicles. The minimum escalation bid is $100 and bidders can monitor 
each auction in real time throughout the day, increasing their bid at 
will. The winner of each auction is notified when the auction closes at 
8 p.m. PT daily. 



Unlike traditional auto auctions and online marketplaces Autodaq is 
not a matching service. Included in Autodaq's full service offering 
transportation prices are listed on the site on a vehicle-by-vehicle' 
basis and delivery is arranged by Autodaq after the vehicle is 
purchased. Vehicles sold through Autodaq are transported directly to 
the dealer. Delivery of title and other official documents occur 
separately following receipt of payment. 

"This is one of the most compelling business models I've seen, and I've 
seen a few," August Capital's Marquardt said. "Autodaq is a winner." 

Founded in July 1999, San Mateo, Calif.-based Autodaq (www.autodaq com) 
is transforming the used automobile industry by establishing an 
Internet marketplace with a dramatic new level of efficiency for 
businesses that buy and sell used vehicles. Autodaq provides online 
services and technologies that significantly reduce costs while 
increasing profitability by eliminating chronic inefficiencies for 
financial institutions, manufacturers and other fleet, lease and rental 
operators, and franchised, independent and Internet-based auto dealers 
and wholesalers. Autodaq is a privately held company; its investors 
include August Capital, Zilkha Ventures and several angel investors 
from the Internet and automotive industries. 
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CONTACT; Autodaq 

Jack Farmer, 314/982-8630 
or 

Brian Baker, 415/356-1003 
GEOGRAPHY: CALIFORNIA 
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